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DETAILED ACTION 

Notice to Applicant 

1 . This communication is in response to the application filed on 7/21/03. Claims 1- 
13 are pending. 



Double Patenting 

2. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 1 1 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



3. Claims 1-13 of US Application No.1 0/622,459 are provisionally rejected on the 
ground of nonstatutory obviousness-type double patenting as being unpatentable over 
claims 1-4, 5-7, 9 and 13 of copending Application No. 10/307,314 as originally filed. 
Although the conflicting claims are not identical, they are not patentably distinct from 
each other because it is well settled that adding or deleting of an element and its 
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function in claim 1 (such as "and bid management in order to cover advertising costs", 
"said data including at least the number of resulting sales generated by said at least one 
search term at a given time period", "said master data set further including at least the 
number of resulting sales at various time periods", "said specified conditions including at 
least the time period of any sale of a service or product and the amount of such sale", 
"said new maximum bid including at least the factors of amount of sales and costs to 
advertise", "wherein said profit determining factors comprise an expected return on 
advertising spent (ROAS) value, a minimum acceptable return on advertising spent 
(ROAS) value, a maximum return on advertising spent (ROAS) value, a computational 
linguistics value of the search term, and the new maximum acceptable bid value", "said 
insertion order including at least the determination that the bid is a predetermined 
minimal value above the highest competitor bid which falls below the new maximum 
acceptable bid value" and "the" is an obvious expedient if the remaining elements 
perform the same function as before. In re Karlson, 136 USPQ 184 (CCPA 1963). In 
addition, claims 11 and 16 are not patentably distinct of US Application No. 10/622,459 
because it would have been obvious to one of ordinary skill in the art to use "bids and 
bid management in order to cover advertising costs, said system", "said user activity 
including at least the number of resulting sales generated by said at least one search 
term at a given time period", "periods", "said master data set further including at least 
the number of resulting sales at various time periods", "said specified conditions 
including at least the time period of any sale of a service or product and the amount of 
such sale", "said new maximum bid including at least the factors of amount of sales and 
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costs to advertise", "wherein said profit determining factors comprise an expected return 
on advertising spent (ROAS) value, a minimum acceptable return on advertising spent 
(ROAS) value, a maximum return on advertising spent (ROAS) value, a computational 
linguistics value of the search term, and the new maximum acceptable bid value", 
"eighth", "said insertion order including at least the determination that the bid is a 
predetermined minimal value above the highest competitor bid which falls below the 
new maximum acceptable bid value" and "the" in order to allow a subscriber advertiser 
to automatically and continually monitor and change bids in its pay-per-click search 
engine account based upon preset parameters established by the subscriber advertiser, 
with such parameters including maximum bid amount, dynamic bid schedule, as well as 
competitor behavior. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not been patented. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a 
whole would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
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negatived by the manner in which the invention was made. 

5. Claims 1-9, 1 1 and 13 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Cheung et al (2003/0028529) in view of Soulanille (2001/0051940). 
(A) As per claim 1 , Cheung discloses an automated method for web ranking of bids, 
comprising the steps of: 

tracking Internet user activity generated to an OMM and an advertiser's website 
when an Internet user conducting a web-based search on the OMM enters at least one 
search term relating to a service or product of the advertiser (See Cheung, Page 1, 
Paragraphs 0005-0009); 

acquiring data relating to the Internet user activity (See Cheung, Page 4, 
Paragraph 0047); 

sorting said data to remove duplicate information (See Cheung, Page 4, 
Paragraph 005O); 

compiling a master data set from said data wherein data values are arranged 
according to time of Internet user activity and a designated primary key (See Cheung, 
Page 4, Paragraph 0049); 

determining sufficiency of data based on specified conditions (See Cheung, Page 

6, Paragraph 0070); 

calculating an acceptable new maximum bid for said search term (See Cheung, 
Page 10, Paragraph 01 17); determining whether said maximum bid is a justified 
expense for the advertiser in light of profit determining factors (See Cheung, Page 1 1 , 
Paragraphs 0126-0127); 
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determining whether to maintain, modify, or remove a bid for a search term (See 
Cheung, Page 10, Paragraph 0122); 

retrieving information on competitor's bids (See Cheung, Page 10, Paragraphs 
0116-0117); 

identifying desired ranking (See Cheung, Page 13, Paragraph 01400); 

preparing an insertion order with an appropriate bid for achieving the desired 
ranking (See Cheung, Page 10, Paragraphs 0116-0117). 

Cheung does not explicitly disclose that the method having automatically 
uploading insertion order to OMM. 

However, this feature is known in the art, as evidenced by Soulanille. In 
particular, Soulanille suggests that the method having automatically uploading insertion 
order to OMM (See Soulanille, Page 2, Paragraph 0014). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have include the feature of Soulanille within the system of Cheung with the 
motivation of providing a database of search listings in which each search listing is 
associated with an advertiser and includes at least one search term and a bid amount 
by the advertiser (See Soulanille, Page 1, Paragraph 0016). 

(B) As per claim 2, Cheung discloses the method wherein Internet user activity 
generated to an OMM and an advertiser's website is tracked by the OMM, the 
advertiser's website, and a tracking engine (See Cheung, Page 2, Paragraph 0013). 
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(C) As per claim 3, Soulanille discloses the method wherein said tracking engine 
tracks the Internet user's activity by assigning a tracking URL having a keycode 
embedded therein that identifies the OMM and a search term which was used by the 
Internet user to access the advertiser's listing (See Soulanille, Page 4, Paragraphs 
0038-0040). 

The motivation for combining the respective teachings of Cheung and Soulanille 
are as discussed in the rejection of claim 1 above, and incorporated herein. 

(D) As per claim 4, Soulanille discloses the method wherein said primary key 
comprises the keycode used in the tracking URL (See Soulanile, Page 4, Paragraph 
0038). 

The motivation for combining the respective teachings of Cheung and Soulanille 
are as discussed in the rejection of claim 1 above, and incorporated herein. 

(E) As per claim 5, Soulanille discloses the method further comprising the steps of: 
providing the advertiser's web site with content management system software 

displaying a plurality of web pages containing unique advertisements, each 
advertisement having a unique telephone number published therein (See Soulanille, 
Page 3, Paragraphs 0036-0037); 

assigning a keycode to each telephone call received at the telephone numbers 
published in the advertisements, the keycode identifying the telephone number 
associated with the advertisement (See Soulanille, Page 3, Paragraphs 0036-0037); 
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recording data regarding receipt of each telephone call and purchase orders is 
resulting therefrom in said master data set (See Soulanille, Page 6, Paragraphs 0053- 
0054; Page 8, Paragraphs 0070-0072). 

The motivation for combining the respective teachings of Cheung and Soulanille 
are as discussed in the rejection of claim 1 above, and incorporated herein. 

(F) As per claim 6, Cheung discloses the method wherein said recording step is 
performed automatically by call center software (See Cheung, Page 1 , Paragraph 
0006). 

i 

(G) As per claim 7, Soulanille discloses the method wherein said step of acquiring 
data relating to Internet user activity includes sending GET requests at specified time 
intervals to the OMM, the tracking engine, and the advertiser's web site (See Soulanille, 
Page 10, Paragraphs 0092-0093). 

The motivation for combining the respective teachings of Cheung and Soulanille 
are as discussed in the rejection of claim 1 above, and incorporated herein. 

(H) As per claim 8, Soulanille discloses the method further comprising maintaining a 
database of a plurality of search terms relating to the advertiser's service or product 
(See Soulanille, Page 6, Paragraphs 0052-0054). 
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The motivation for combining the respective teachings of Cheung and Soulanille 
are as discussed in the rejection of claim 1 above, and incorporated herein. 

(I) As per claim 9, Soulanille discloses the method wherein the data set contains a 
designated threshold value of visits and actions taken by the user on the advertiser's 
website for fulfilling said specified conditions for data sufficiency (See Soulanille, Page 
9, Paragraph 0081). 

The motivation for combining the respective teachings of Cheung and Soulanille 
are as discussed in the rejection of claim 1 above, and incorporated herein. 

(J) As per claim 1 1 , Soulanille discloses the method wherein said step of identifying 
desired ranking includes identifying the highest competitor bid which falls below the new 
maximum acceptable bid value (See Soulanille, Page 6, Paragraphs 0057-0060; Page 
9, Paragraph 0081 ). 

The motivation for combining the respective teachings of Cheung and Soulanille 
are as discussed in the rejection of claim 1 above, and incorporated herein. 

(K) As per claim 13, Cheung discloses a computerized method form managing 
online banner advertising, comprising the steps of: 

tracking Internet user activity generated to an OMM and an advertiser's website 
when an Internet user clicks on a banner advertisement published on an Online 
Marketing Media (OMM) web site (See Cheung, Page 1, Paragraphs 0005-0009); 



< 
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means for acquiring data relating to the Internet user activity (See Cheung, Page 4, 
Paragraph 0047; Page 9, Paragraph 0109); 

acquiring data relating to the Internet user activity (See Cheung, Page 9, 
Paragraph 0109); 

sorting said data to remove duplicate information (See Cheung, Page 4, 
Paragraph 0050); 

compiling a master data set from said data wherein data values are arranged 
according to time of Internet user activity and a designated primary key (See Cheung, 
Page 9, Paragraphs 0108-0109); 

determining sufficiency of data based on specified conditions (See Cheung, Page 
6, Paragraph 0070). 

Cheung does not explicitly disclose that the method having computing a return 
on advertising spent for the published advertisement; comparing the return on 
advertising spent to a predetermined limit; and automatically sending a notice of 
cancellation of the advertisement to the OMM when the return on advertising spent is 
less than the predetermined limit. 

However, these features are known in the art, as evidenced by Soulanille. In 
particular, Soulanille suggests that the method having computing a return on advertising 
spent for the published advertisement (See Soulanille, Page 2, Paragraph 0012); 
comparing the return on advertising spent to a predetermined limit (See Soulanille, 
Page 9, Paragraphs 0084-0085); and automatically sending a notice of cancellation of 
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the advertisement to the OMM when the return on advertising spent is less than the 
predetermined limit (See Soulanille, Page 7, Paragraphs 0065-0066). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have include the feature of Soulanille within the system of Cheung with the 
motivation of providing a database of search listings in which each search listing is 
associated with an advertiser and includes at least one search term and a bid amount 
by the advertiser (See Soulanille, Page 1 , Paragraph 001 6). 

Allowable Subject Matter 

6. Claims 10 and 12 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The cited but not the applied art teaches system for providing 
business information (2002/0147708), system and method for providing integrated 
inventory control of time-sensitive inventory (2002/0072999) and internet marketing 
method and system (6,477,509). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vanel Frenel whose telephone number is 571-272-6769. 
The examiner can normally be reached on 6:30am-5:00pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Zeender Ryan Florian can be reached on 571-272-6790. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Vanel Frenel 
Art Unit 3627 
July 30, 2007 



